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Remarks: 

The above amendments and these remarks are responsive to the Office action 
dated June 14, 2005. Prior to entry of the present amendment, claims 1-24 were 
pending in the application. Claims 17-24 are witfidrawn from consideration as the result 
of a restriction requirement 

In the Office action, claims 1-7 f 9-11, 13, and 15-16 were rejected under 35 
U.S.C. § 102(b) as being anticipated by Wheeler (U.S. Patent No. 4,027,410). Claims 
8, 12, and 14 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Wheeler. 

In view of the foregoing amendments, and the remarks below, applicants 
respectfully request reconsideration of the application under 37 C.F.R. §1.111 and 
allowance of the pending claims. 
Rejections under 35 U.S.C. S 102 

As previously noted, claims 1-7, 9-11, 13, and 15-16 were rejected under 35 
U.S.C. § 102(b) as being anticipated by Wheeler. Wheeler discloses a plant stake 
formed from a thin, flexible material for Insertion into soil. The stake has a generally 
curved cross-section and a barbed end to prevent removal from the soil. 

Amended claim 1 recites, amongst other structure, a tag for identifying 
instruments comprising a body having an insertion portion configured to be inserted 
within an instrument-holding device. Wheeler does not disclose or suggest an insertion 
portion configured to be inserted within an instrument-holding device. In fact, Wheeler 
teaches away from an insertion portion configured to be inserted within an instrument- 
holding device since the stake of Wheeler is made of a thin, flexible material for 
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insertion into soil. Soil provides a substantially different form of resistance since it may 
be easily separated and is therefore not comparable to an instrument-holding device. 
Moreover, the Examiner is interpreting the phrase "configured to" as a term indicating 
use and synonymous with "could be," rather than a structural and/or functional limitation 
as in claim 1 . Wheeler fails to disclose or suggest the subject matter of claim 1 , and the 
rejection of claim 1 under 35 LLS,C. § 102(b) based on Wheeler must be withdrawn. 

As amended, claim 2 recites that "the instrument-holding device includes a 
cushion, and the insertion portion is configured for insertion within the cushion." 
Wheeler does not disclose or suggest an insertion portion configured for insertion within 
a cushion. The plant stake in Wheeler is formed of a thin, flexible material for insertion 
Into soil. An Insertion portion made of a flexible material would be difficult to insert into 
another flexible material. Moreover, the stake disclosed in Wheeler includes a 
triangular, or barbed, end for inserting into the soil to prevent removal of the stake. The 
stake disclosed in Wheeler would therefore tear a significant hole in materials other than 
soil and promote removal since, unlike soil, cushion materials would not fill in the hole 
after the stake was inserted. Wheeler fails to disclose or suggest the subject matter of 
claim 2, and the rejection of claim 2 under 35 U.S.C. § 102(b) based on Wheeler must 
be withdrawn. 

As amended, claim 10 recites a tag for identifying instruments including a body 
that "is configured to be selectively released from a packaging ring/ Wheeler does not 
disclose any portion of the plant stake being configured to be selectively released from 
a packaging ring. Whether or not the plant stake of Wheeler is capable of being 
released from a packaging ring, were it to be attached to one, is irrelevant as Wheeler 
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fails to disclose or suggest such a configuration. Wheeler fails to disclose or suggest 
the subject matter of claim 10, and the rejection of claim 10 under 35 U.S.a § 102(b) 
based on Wheeler must be withdrawn. 

Claims 2-10 depend, either directly or indirectly, from claim 1 and are thus 
allowable for at least the same reasons as claim 1. 

Claim 11 recites, amongst other structure, an identification tag for a dental 
servicing system comprising an insertion portion configured to be removably inserted 
within a cushion of the dental servicing system and a use tab configured to indicate 
instrument usage. As discussed above with respect to claims 1 and 2, Wheeler does 
not disclose or suggest an insertion portion configured for insertion within a cushion of a 
dental servicing system. Wheeler fails to disclose or suggest the subject matter of claim 
11, and the rejection of claim 11 under 35 U.S.C. § 102(b) based on Wheeler must be 
withdrawn. 

Claims 12-14 depend, either directly or indirectly, from claim 11 and are thus 
allowable for at least the same reasons as claim 1 1 . 

As amended, claim 15 recites, amongst other structure, an identification tag for 
an instrument set comprising a means for positioning the tag substantially adjacent an 
instrument set within an instrument-holding device. As discussed above with respect to 
claim 1, Wheeler does not disclose or suggest a means for positioning a tag within an 
instrument-holding device. Wheeler fails to disclose or suggest the subject matter of 
claim 15, and the rejection of claim 15 under 35 U.S.C. § 102(b) based on Wheeler 
must be withdrawn. 
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Claim 16 depends from claim 15 and are thus allowable for at least the same 
reasons as claim 15. 
Rejections under 35 U.S.C. § 103 

Claims 8, 12, and 14 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Wheeler 

Claim 8 is directed to a tag for Identifying instruments in which the body of the tag 
is adapted to withstand a steam autoclave. Claim 14 is directed to an identification tag 
configured to withstand steam autoclaving. The Examiner stated that "because it is 
generally known to be desirable to make a product as robust and sturdy as possible, It 
would have been obvious to one having ordinary skill In the art at the time the invention 
was made to select the most robust plastic available, including plastic of a type that 
could, theoretically, withstand a steam autoclave, as a matter of choice in design." 
(Office action, page 4). 

Contrary to the Examiner's assertions, however, Wheeler not only fails to 
suggest using materials that could withstand the temperatures and pressures of 
autoclaving, but also teaches away from such a modification. In column 1, lines 49-53, 
Wheeler states a "need, therefore, exists for a stake which may be formed from a 
flexible, polymeric material having a reduced thickness than heretofore possible to 
thereby decrease the cost of manufacture while still providing sufficient rigidity for 
insertion into the soil." Wheeler further states that a flexible material and a curved 
structure are used so that the thickness of the material may be reduced (Col. 2, II. 60- 
70; CoL 3, II. 58-64; Col. 4, II. 7-12). It is inaccurate to assume that it would "be 
desirable to make a product as sturdy and robust as possible," as demonstrated by 
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Wheeler in which the goal is to make the product as inexpensive as possible. Further, 
many plastics are not suitable for the temperatures and pressures used in autoclaving 
and will melt when exposed to such a process. There is no motivation, other than 
Applicants' disclosure, to use more expensive materials in forming the plant stake of 
Wheeler so that the plant stake could withstand autoclaving. Such a modification is 
based on impermissible hindsight 

For at least the foregoing reasons, claims 8 and 14 are allowable over Wheeler, 
and the rejection of claims 8 and 14 under 35 LLS.C. § 103(a) should be withdrawn. 

Applicants believe that this application is now in condition for allowance, in view 
of the above amendments and remarks. Accordingly, applicants respectfully request 
that the Examiner issue a Notice of Allowability covering the pending claims. If the 
Examiner has any questions, or if a telephone interview would in any way advance 
prosecution of the application, please contact the undersigned attorney of record. 

Respectfully submitted, 



Registration No. 35,565 
520 S.W. Yamhill Street, Suite 20O 
Portland, Oregon 97204 
Telephone: (503)224-6655 
Facsimile: (503)295-6679 
Attorney for Applicants 

CERTIFIQATE OF FACSIMILE TRANSMISSION 

I hereby certify that this correspondence is being facsimile transmitted to Examiner G. Hoge, Group Art Unit 
361 1, Assistant Commissioner for Patents, at facsimile number (703) 872-9306 on September 14, 2005. 

Christie A. Doolittle 
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